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DETAILED ACTION 
Response to Amendment 

1 . Applicant's amendment was received on 1 1/24/04, and has been entered and 
made of record. Currently, claims 1-20 are pending. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-20 have been considered but are 
moot in view of the new ground(s) of rejection. 

3. The Examiner attached a copy of translation of Japanese Published Unexamined 
Patent Applicant (A) No. 03-274943 in the current Office action. 

Drawings 

4. The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "selecting of an 
advance-transmitting function" of claim 18 must be shown or the feature(s) canceled 
from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
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and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Objections 

The following quotations of 37 § CFR 1 .75(d)(1 ) is the basis of objection: 

(d)(1) The claim or claims must conform to the invention as set forth in the remainder of the 
specification and the terms and phrases used in the claims must find clear support or antecedent basis 
in the description so that the meaning of the terms in the claims my be ascertainable by reference to 

the description. (See § 1.58(a)). 
5. Claim 1 recites the limitation "a facsimile receiving part" in line 4. There is 
insufficient antecedent basis for this limitation in the claim. It should be " said facsimile 
receiving part". 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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6. Claim 18 is rejected under 35 U.S.C. 112, second paragraph, as failing to set 
forth the subject matter which applicant(s) regard as their invention. Evidence that 
claim 18 fails to correspond in scope with that which applicant regard as the invention 
can be found in page 8 of the original Specification filed 5/26/00. In that paper, 
applicant has stated "[flirst, an advance-transmitting function is selected. Then , the 
telephone number of the receiving part facsimile 200 is input using the number and 
letter generating unit 172 of the OPE 170 as shown in figs. 2 and 5", and this statement 
indicates that the invention is different from what is defined in the claim because the 
claim recites that the selecting of the advance-transmitting function is performed when 
said call is connected. Moreover, referring to fig. 4, the Specification seems to indicate 
that the selection is done before S100. However, the claim defines the selection to be 
done after S300. For the examining purpose, the examiner interprets the selection to 
be done before S100 as it is defined in the Specification. 

7. Claim 20 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

It is uncertain as to whether said data output order is displayed again on another 
operational panel when said data output order is received from facsimile receiving part 
is already displayed according to the last part of claim 8. Further, it is unclear as to 
whether "an operational panel" recited in claim 20 is the same operational panel recited 
in claim 8. Additionally, "further comprised" should be - further comprising -. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 1 and 5-7 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Yoshida et al. U.S. Patent No. 6,449,063 (hereinafter Yoshida). 
8. With respect to claim 1 , Yoshida teaches a method for controlling transmission of 
fax data according to a data output order of a facsimile receiving part (figs. 5, 6 & 9), the 
method comprising the steps of: 

scanning and storing a document into data to be transmitted from a facsimile 
transmitting part to said facsimile receiving part (col. 5, lines 15-19); 

dialing a predetermined telephone number of said facsimile receiving part when 
said document is completely scanned (S84 in fig. 5); 

requiring and receiving said data output order by said facsimile transmitting part 
from said facsimile receiving part after the telephone number of said facsimile receiving 
part is dialed (S88); and 
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transmitting by said facsimile transmitting part, said stored document data 
according to said received data output order (either both-side transmission or one-side 
transmission & col. 3, lines 38-48). 

9. With respect to claim 5, Yoshida teaches the method of claim 1 , with said 
scanned document data being managed in a unit of a page and being stored in a 
memory of said facsimile transmitting part (figs. 5, 6 & 9 and col. 9, lines 3-10). 

1 0. With respect to claim 6, Yoshida teaches the method of claim 1 , with said 
requiring of said document order being made during Phase B of a facsimile 
transmission, Phase B being a sequence of checking states of said facsimile 
transmitting part and a transmission line and controlling said facsimile transmitting part 
among a plurality of predetermined protocols used in transmission and reception of 
facsimile data (col. 7, line 66 - col. 8, line 9 & figs. 12-15). 

1 1 . With respect to claim 7, Yoshida teaches the method of claim 1 , with said dialing 
a predetermined telephone number of said facsimile receiving part being automatic 
(S84 in fig. 5). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 2 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoshida as applied to claim 1 above, and further in view of Ishizuka et al. U.S. Patent 
No. 5,282,050 (hereinafter Ishizuka). 

12. With respect to claim 2, Yoshida teaches the method of claim 1 but it does not 
teach expressly the step of displaying said data output order received from said 
facsimile receiving part, on said facsimile transmitting part. 

Ishizuka, the same field of endeavor of the facsimile art, teaches the method of 
inquiring and receiving the destination device output order function wherein the received 
information is displayed on the operational panel of the transmitting part (col. 7, lines 
36-52). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to incorporate the displaying method of Ishizuka into the facsimile of Yoshida. 

The suggestion/motivation for doing so would have been to notify the user at the 
transmitting side whether or not the destination device has a dual-side printing function. 

Therefore, it would have been obvious to combine Yoshida with Ishizuka to 
obtain the invention as specified in claim 2. 

13. With respect to claim 4, Yoshida teaches the method of claim 1 wherein said 
facsimile receiving part reporting said data output order to said facsimile transmitting 
part by sending a predetermined bit of data (figs. 12-15). 

Yoshida, however, does not teach expressly that said transmitting part and said 
receiving part support a non-standard mode. 
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Ishizuka, the same field of endeavor of the facsimile art, teaches the method of 
inquiring and receiving the destination device output order function wherein said 
facsimile transmitting part and said facsimile receiving part support a non-standard 
mode (col. 7, lines 55-67). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to incorporate the non standard facsimile method of Ishizuka into the facsimile of 
Yoshida. 

The suggestion/motivation for doing so would have been to provide a non- 
standard function in the facsimile communication. 

Therefore, it would have been obvious to combine Yoshida with Ishizuka to 
obtain the invention as specified in claim 4. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yoshida 
as applied to claim 1 above, and further in view of Suzuki Japanese publication No. 03- 
274943. Refer to the submitted translation of the Japanese publication. 
14. With respect to claim 3, Yoshida teaches the method of claim 1 , but it does not 
teach expressly that the said data output order is determined by either a face down way 
or a face up way. 

Suzuki, the same field of endeavor of the facsimile transmission based on the 
output order of the receiving part art, teaches a method of controlling transmission of fax 
data (figs. 1 & 2) according to a data output order of a facsimile receiving part (receiver 
8), the method comprising steps of: 
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storing a document into data to be transmitted from a facsimile transmitting part 
(store and forward exchanger 1) to the facsimile receiving part (page 3, lines 12-19); 

dialing a predetermined telephone number of said facsimile receiving part when 
said document is completely stored (page 3, lines 12-19); 

requiring and receiving said data output order by said facsimile transmitting part 
from said facsimile receiving part after the telephone number of said facsimile receiving 
part is dialed (page 3, lines 12-19); and 

transmitting by said facsimile transmitting part, said stored document data 
according to said received data output order, with said data output order being either a 
face down way or a face up way, said face down way being said stored document data 
outputted in order from a first page to a last page of said stored document data, said 
face up way being said stored document data outputted in reversed order from a last 
page to a first page of said stored document data (page 6, line 16 - page 7, line 4). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to incorporate the requiring and receiving said data output order, wherein said 
data output order being either a face down way or a face up way, of Suzuki into the 
facsimile method of requiring and receiving said data output order of Yoshida. 

The suggestion/motivation for doing so would have been to eliminate the need of 
reorganizing the received document pages at the receiver side (page 7 of Suzuki). 

Therefore, it would have been obvious to combine Yoshida with Suzuki to obtain 
the invention as specified in claim 3. 
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Claims 8, 9, 11, 12 and 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yoshida in view of Ishizuka. 

15. With respect to claim 8, Yoshida teaches a method (figs. 5, 6 & 9), comprising 
the steps of: 

scanning a document into data to be transmitted from a facsimile transmitting 
part to a facsimile receiving part (col. 5, lines 1 5-1 9); 

storing said data of said document in a memory of said facsimile transmitting part 
(S72 in fig. 5); 

making a call by dialing a predetermined telephone number of said facsimile 
receiving part when said document is completely scanned and stored in said memory 
(S84 in fig. 5); 

checking whether said call between said facsimile transmitting part and said 
facsimile receiving part is connected (fig. 12); 

requiring a data output order by said facsimile transmitting part from said 
facsimile receiving part when said call is connected (S88); 

receiving said data output order by said facsimile receiving part from said 
facsimile transmitting part after said requiring of said data output order (S88); and 

transmitting said data of said document stored in said memory according to said 
received data output order (either both-side transmission or one-side transmission & 
col. 3, lines 38-48). 
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Yoshida, however, does not teach expressly the step of displaying said data 
output order received from said facsimile receiving part, on said facsimile transmitting 
part. 

Ishizuka, the same field of endeavor of the facsimile art, teaches the method of 
inquiring and receiving the destination device output order function wherein the received 
information is displayed on the operational panel of the transmitting part (col. 7, lines 
36-52). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to incorporate the displaying method of Ishizuka into the facsimile of Yoshida. 

The suggestion/motivation for doing so would have been to notify the user at the 
transmitting side whether or not the destination device has a dual-side printing function. 

Therefore, it would have been obvious to combine Yoshida with Ishizuka to 
obtain the invention as specified in claim 8. 

16. With respect to claim 9, Yoshida teaches the method with said dialing the 
predetermined telephone number being automatically dialed when said document is 
completely scanned (S84 in fig. 5). 

1 7. With respect to claim 1 1 , arguments analogous to those presented for claim 4, 
are applicable. 

18. With respect to claim 12, Yoshida teaches the method, with said scanned 
document data being managed in a unit of page (figs. 5, 6 & 9 and col. 9, lines 3-10). 

19. With respect to claim 18, Ishizuka teach the method further comprising of 
selecting an advance-transmitting function to accommodate said requiring said data 
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output order by said facsimile transmitting part from said facsimile receiving part when 
said call is connected (col. 7, lines 33-52 & col. 8, lines 32-41). 

20. With respect to claim 1 9, Ishizuka teach the method, wherein after the data 
output order of the facsimile data is displayed on a display of said operational panel, the 
facsimile data stored in a memory is then transmitted to said facsimile receiving part 
according to the displayed data output order (col. 8, lines 32-41). 

21 . With respect to claim 20, Ishizuka teaches the method, further comprised of 
displaying said data output order when said data output order is received from said 
facsimile receiving part on a display on an operational panel (col. 7, lines 36-52). 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yoshida 
and Ishizuka as applied to claim 8 above and in further view of Suzuki. 

22. With respect to claim 10, arguments analogous to those presented for claim 3, 
are applicable. 

Claims 13 and 15-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yoshida in view of Ishizuka and in further in view of Bloomfield U.S. Patent No. 
6,693,729. 

23. With respect to claim 13, Yoshida discloses a facsimile transmitting part 
apparatus, comprising: 

a scanner of said facsimile transmitting part scanning data of a document and 
converting the data into digital image data (col. 5, lines 15-19); 
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a control unit utilizing the digital image data from said scanner, said control unit 
controlling said facsimile transmitting part according to a system program, said control 
unit requiring and receiving a document output order from a facsimile receiving part 
(S88), said document output order being an order of document pages determined by 
and being printed on said facsimile receiving part (either both-side transmission or one- 
side transmission & col. 3, lines 38-48); 

a memory storing said system program guiding said control unit, the digital image 
data from the document being stored in said memory before being transmitted to said 
facsimile part by a transmission signal from said controller (col. 7, lines 1-10); and 

a modem through a control of said control unit modulating said digital image data 
into analog data formatted for transmission over a PSTN (col. 2, lines 42-49). 

Yoshida, however, does not disclose expressly an operational panel having a 
plurality of keys generating key data of said facsimile transmitting part to said control 
unit, said operational panel having a display unit showing the document output order of 
said facsimile receiving part. 

Ishizuka, the same field of endeavor of the facsimile art, discloses a facsimile 
apparatus having an operational panel having a plurality of keys generating key data of 
said facsimile transmitting part to said control unit, said operational panel having a 
display unit showing the document output order of said facsimile receiving part (col. 7, 
lines 33-52). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to incorporate the displaying method of Ishizuka into the facsimile of Yoshida. 
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The suggestion/motivation for doing so would have been to notify the user at the 
transmitting side whether or not the destination device has a dual-side printing function. 

The combination of Yoshida and Ishizuka, however, does not disclose expressly 
that the network control unit forms a communication loop of the public telephone 
network having a ring and a tip. 

Bloomfield discloses a facsimile communication system using a communication 
loop of the public telephone network having a ring and a tip capabilities (col. 4, lines 26- 
36). 

Yoshida, Ishizuka and Bloomfield are analogous art because they are from the 
same field of endeavor that is the facsimile art. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to implement the PTSN having a ring and a tip signal into the facsimile system of 
Yoshida and Ishizuka to provide a facsimile network having a ring and a tip capabilities. 

Therefore, it would have been obvious to combine Yoshida, Ishizuka and 
Bloomfield to obtain the invention as specified in claim 13. 

24. With respect to claim 15, arguments analogous to those presented for claim 4, 
are applicable. 

25. With respect to claim 16, arguments analogous to those presented for claim 5, 
are applicable. 

26. With respect to claim 17, arguments analogous to those presented for claim 6, 
are applicable. 
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Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yoshida, 
Ishizuka and Bloomfield as applied to claim 13 above and in further view of Suzuki. 

27. With respect to claim 10, arguments analogous to those presented for claim 3, 
are applicable. 

Conclusion 

28. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

29. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAN S. PARK whose telephone number is (571) 272- 
7409. The examiner can normally be reached on M-F 8am-4:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (571 ) 272-7402. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Chan S. Park 
Examiner 
Art Unit 2622 
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May 12, 2005 




